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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Claims 1-7 are pending. 

Claims 3-6 are withdrawn from consideration as being drawn towards nonelected 
specie. 

Claims 1, 2 and 7 are under consideration in the instant office action. 

Election/Restrictions 

Applicant's election with traverse of atipamezole as the single discloses specie of 
alpha2-adrenoceptor antagonist in the reply filed on 02/03/2009 is acknowledged. The 
traversal is on the ground(s) that the there is unity of invention among the speices under 
the PCT 13.1 standard rule. While the applicant does not provide any arguments in 
response to the lack of unity argument presented by the exaiminer in the restriction 
requirement dated 01/05/2009 page 2, applicants arguments raised against the art 
presented in the international search report to argue presences of unity among the 
speices is unpersuasive. Additionally, these arguments are against the art not yet raised 
by the examiner (as noted by the applicant on page 2 of the response) and therefore not 
given consideration by the examiner. 

Therefore, Examiner finds the applicant's argument unpersuasive and maintains 
the restriction since as the species are patentably distinct and independent since they 
lack unity as set forth in the restriction requirement dated 01/05/2009 (pages 2). The 
subject matter clearly lacks unity of invention for the reasons given in the restriction 
requirement and, thus, the claims are directed to patentably distinct inventions and, 
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thus, do not constitute overlapping subject matter that would result in a coextensive 
search. 

Thereby the restriction requirement is still deemed proper and is therefore made 
FINAL. 

Claims under consideration in the current office action are claims 1,2 and 7. 
Claims 3-6 are withdrawn from cancellation as being drawn to unelected specie. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 
02/03/2009 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 and 2 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is vague and indefinite in that the metes and bounds of the "a patient at 
risk of developing epilepsy" are unclear. The term "a patient at risk of developing 
epilepsy" is unclear because there is no clear definition as to which type of patients are 
under risk of developing epilepsy in the instant disclosure". The specification does not 
clarify the patient population in terms of rodent population or human population, male or 
female population, age group of the population etc. and accordingly claiml and 
dependent claim 2 is unclear as to who the patient population is. 
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Instant claim 7 and the instant disclosure states on page 3, 2nd paragraph that 
the instantly claimed method involves treatment of patients with initial brain damaging 
insult like head trauma, brain ischemia and infection or neurosurgical operation and the 
examination of the claim 1 and 2 will be conducted to the extent it reads on "the patient 
at risk of developing epilepsy" as being any subjects which has undergone initial brain 
damaging insult like head trauma, brain ischemia and infection or neurosurgical 
operation 

Claim Rejections - 35 USC § 102(b) 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

Claims 1 , 2 and 7 are ejected under 35 U.S.C. 102(b) as being anticipated by 
Puurunen et al (Neuropharmacology 40 (2001) 597-606) 

Puurunen et al. discloses whether systemic administration of atipamezole, 
facilitates recovery following transient focal cerebral ischemia in rats (abstract) 
Puurunen et al. discloses that atipamezole rapidly penetrates the brain and increases 
the release of central noradrenaline. Puurunen et al. also discloses that atipamezole is 
a potent alpha2-adrenoceptor antagonist with a high alpha2/alpha1 selectivity ratio with 
negligible affinity for other receptors such as 5-HT and imidazoline receptors (page 598, 
left col., 2 nd paragraph). Puurunen et al. discloses brain ischemic induction in rats and 
treatment of these rats with atipamezole hydrochloride in sterile water administered 
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once a day (1 mg/kg subcutaneously), beginning on day 2 of the ischemic induction and 
continuing for 10 days (page .598, methods, sections 2.1 and 2.2). Puurunen et al. 
discloses that atipamezole is well -tolerated over a wide range of doses and that 
atipamezole improve behavioral performance of ischemic rats and accordingly provides 
a promising pharmaceutical approach to facilitate the recovery process following 
cerebral ischemia (page 604, right col., last paragraph) 

"Though it is noted that Puurunen et al. does not administer atipamezole to inhibit 
development of epilepsy, the teaching by Puurunen of the method comprising 
administration of atipamezole to a patient with brain ischemia, is the same as the 
method currently claimed, and thus renders the instant claims anticipatory. The effective 
dose of the compound as disclosed by Puurunen which is 1 mg/ kg of the patient 
subcutaneously is anticipatory of the effective dose in the instant application as 
disclosed in the instant disclosure page 2, last paragraph to page 3, first paragraph. It 
is also noted that "Products of identical chemical composition can not have mutually 
exclusive properties." A chemical composition and its properties are inseparable. 
Therefore, if the prior art teaches the identical chemical structure, the properties 
applicant discloses and/or claims are necessarily present. In re Spada, 91 1 F.2d 705, 
709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Puurunen et. al discloses the instantly 
claimed compounds administered to the instantly claimed patient population. As such 
the instantly claimed mechanistic functions of the compounds to inhibit the development 
of epilepsy would be present in the identical compound taught by Puurunen et al. 
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administered to identical patient population and would therefore elicit these effects 
whenever it is administered. 

Accordingly claims 1, 2 and 7 are anticipated by Puurunen et al. 



Conclusion 

Claims 1-2 and 7 are rejected. No claims are allowed 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SAVITHA RAO whose telephone number is (571)270- 
5315. The examiner can normally be reached on Mon-Fri 7 am to 4 pm.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached at 571-272-0718. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Application/Control Number: 10/552,892 Page 7 

Art Unit: 1614 



/SAVITHA RAO/ 
Examiner, Art Unit 1614 

/Ardin Marschel/ 

Supervisory Patent Examiner, Art Unit 1614 



